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DETAILED ACTION 

Information Disclosure Statement 

The listing of references in the specification is not a proper information disclosure 
statement. 37 CFR 1.98(b) requires a list of all patents, publications, or other 
information submitted for consideration by the Office, and MPEP § 609.04(a) states, 
"the list may not be incorporated into the specification but must be submitted in a 
separate paper." Therefore, unless the references have been cited by the examiner on 
form PTO-892, they have not been considered. 

Claim Objections 

Claim 6 is objected to because of the following informalities: the formula shows a 
y subscript but the description states an x subscript. Appropriate correction is required. 
Claim Rejections - 35 USC § 112, 2 nd 
The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claim 2 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

The term "parts" in claim 2 is a relative term which renders the claim indefinite. 
The term "parts" is not defined by the claim, the specification does not provide a 
standard for ascertaining the requisite degree, and one of ordinary skill in the art would 
not be reasonably apprised of the scope of the invention. It is unclear how the content 
of the palladium content of the catalyst is measured, i.e. by weight or volume %. 
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Claim Rejections - 35 USC § 102/103 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

(e) the invention was described in (1 ) an application for patent, published under section 1 22(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21 (2) 
of such treaty in the English language. 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 



Application/Control Number: 10/592,007 Page 4 

Art Unit: 1793 

were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

The person having ordinary skill in the art has the capability of understanding the 
scientific and engineering principles applicable to the claimed invention. The references 
of record in this application reasonably reflect this level of skill, 
i. Claims 1,2,6 and 7 are rejected under 35 U.S.C. 1 02(b) as anticipated by or, in 
the alternative, under 35 U.S.C. 103(a) as obvious over Ohtsuka et al. (EP 1 063 010 
A1). 

Ohtsuka et al. disclose a catalyst with the formula Pd/W a ZrO x , wherein: 

• Pd is a palladium-containing compound (p. 3 lines 29-42), which is present in an 
amount of 2-15 % relative to the carrier (p. 3 lines 40-42, Applicants' claim 2), 

• a, a W/Zr molar ratio, is 0.01 -5.0 (p. 3 lines 29-35, Applicants' claim 2), and 

• x is determined by oxidization states (p. 3 lines 29-35, Applicants' claim 1). 

The production of said catalyst comprises the following successive steps: 
1. mixing a tungsten compound and a zirconium compound and heat-treating these 
compounds at 400-1 ,200°C (p. 4 lines 28-29, p. 12 lines 51-55, Applicants' claim 7) to 
produce a compound represented by the formula W a ZrO x , wherein a is a W/Zr molar 
ratio and x is determined by oxidization states (p. 3 lines 29-35, Applicants' claim 6). 
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2. loading a palladium compound on the W a ZrO y compound obtained in step 1 (p. 4 
lines 44-45, p. 12 lines 56-58, Applicants' claim 6). 

Ohtsuka et al. differs from the instant invention in that there is no reference to 
using the catalyst in a process for producing an oxygen-containing compound by 
reacting an olefin and oxygen. However, the preamble of claim 1 is not relevant to 
patentability. If the body of the claim fully and intrinsically sets forth all of the limitations 
of the claimed invention, and the preamble merely states, for example, the purpose or 
intended use of the invention, rather than any distinct definition of any of the claimed 
invention's limitations, then the preamble is not considered a limitation and is of no 
significance to claim construction. Pitney Bowes, Inc. v. Hewlett-Packard Co., 182 F.3d 
1298, 1305,51 USPQ2d 1161, 1 165 (Fed. Cir. 1999). See MPEP 21 1 1 .02 [R-3] II. 

Ohtsuka et al. differ from the instant invention in that the amount of palladium 
supported on the tungsten-zirconia support overlaps and or lies within the range of the 
instant invention. 

It would have obvious to one of ordinary skill in the art at the time of the invention 
to have selected an amount of palladium to be supported that fell in the range of the 
instant invention, as per Applicant's claim 2, because a prima facie case of 
obviousness exists in the case where the claimed ranges "overlap or lie inside ranges 
disclosed by the prior art". In re Wertheim, 541 F.2d 257, 191 USPQ 90 (CCPA 1976); 
In re Woodruff, 919 F.2d 1575, 16 USPQ2d 1934 (Fed. Cir. 1990). Furthermore, "[ A ] 
prior art reference that discloses a range encompassing a somewhat narrower claimed 
range is sufficient to establish a prima facie case of obviousness." In re Peterson, 315 
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F.3d 1325, 1330, 65 USPQ2d 1379, 1382-83 (Fed. Cir. 2003). See MPEP 2144.05 [R- 
5]. 

Ohtsuka et al. differ from the instant invention in that the value for a overlaps and 
or lies within the range of the instant invention. 

It would have obvious to one of ordinary skill in the art at the time of the invention 
to have selected the proper subscript a as per the instant invention, as per Applicant's 
claim 2, because Ohtsuka discloses a catalyst with the same formula and a prima facie 
case of obviousness exists in the case where the claimed ranges "overlap or lie inside 
ranges disclosed by the prior art". In re Wertheim, 541 F.2d 257, 191 USPQ 90 (CCPA 
1976); In re Woodruff, 919 F.2d 1575, 16 USPQ2d 1934 (Fed. Cir. 1990). Furthermore, 
"[ A ] prior art reference that discloses a range encompassing a somewhat narrower 
claimed range is sufficient to establish a prima facie case of obviousness." In re 
Peterson, 315 F.3d 1325, 1330, 65 USPQ2d 1379, 1382-83 (Fed. Cir. 2003). See 
MPEP 2144.05 [R-5]. Furthermore, "[t]he discovery of a previously unappreciated 
property of a prior art composition, or of a scientific explanation for the prior art's 
functioning , does not render the old composition patentably new to the discoverer." 
Atlas Powder Co. v. Ireco Inc., 190 F.3d 1342, 1347, 51 USPQ2d 1943, 1947 (Fed. Cir. 
1999). See MPEP 2112 [R-3] I. 

Ohtsuka et al. differ from the instant invention in that the fact that x is determined 
by the oxidation states of W, Zr, and Pd is not explicitly disclosed. 

It would have obvious to one of ordinary skill in the art at the time of the invention 
to have chosen an appropriate value for x as per the oxidation states of W, Zr, and Pd, 
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as per Applicant's claim 1, because "[T]he discovery of a previously unappreciated 
property of a prior art composition, or of a scientific explanation for the prior art's 
functioning , does not render the old composition patentably new to the discoverer." 
Atlas Powder Co. v. Ireco Inc., 190 F.3d 1342, 1347, 51 USPQ2d 1943, 1947 (Fed. Cir. 
1999). See MPEP 2112 [R-3] I. 

ii. Claims 1,2,6 and 7 are rejected under 35 U.S.C. 1 02(b) as anticipated by or, in 
the alternative, under 35 U.S.C. 103(a) as obvious over Kresge et al. (U.S. Patent No. 
5,902,767) 

Kresge et al. disclose a catalyst represented by the formula Pd/W a ZrO x , wherein: 

• Pd is a palladium-containing compound, which is present in an amount of 0.001-15 
parts (col. 4 line 66-col. 5 line 4, col. 6 lines 14-24, Applicants' claim 2), 

• a, a W/Zr molar ratio, is 0.01-5.0 (col. 3 lines 54-58, col. 9 lines 43-44, Applicants' 
claim 2), and 

• x is determined by oxidization states (col. 4 lines 12-37, Applicants' claim 1). 

The production of said catalyst comprises the following successive steps: 
1. causing a tungsten compound and a zirconium compound to coexist and heat- 
treating these compounds at 400-1 ,200°C (col. 7 lines 58-65, col. 9 Example 1, 
Applicants' claim 7) to produce a compound represented by the formula W a ZrO x , 
wherein: 

• a is a W/Zr molar ratio (col. 3 lines 54-58, col. 9 lines 43-44, Applicants' claim 
6), and 

• x is determined by oxidization states (col. 4 lines 12-37, Applicants' claim 6). 
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2. loading a palladium compound on the W a ZrO y compound obtained in step 1 to 
obtain a catalyst for the production of an oxygen-containing compound (col. 7 lines 46- 
54, Applicants' claim 6). 

Kresge et al. differs from the instant invention in that there is no reference to 
using the catalyst in a process for producing an oxygen-containing compound by 
reacting an olefin and oxygen. However, the preamble of claim 1 is not relevant to 
patentability. If the body of the claim fully and intrinsically sets forth all of the limitations 
of the claimed invention, and the preamble merely states, for example, the purpose or 
intended use of the invention, rather than any distinct definition of any of the claimed 
invention's limitations, then the preamble is not considered a limitation and is of no 
significance to claim construction. Pitney Bowes, Inc. v. Hewlett-Packard Co., 182 F.3d 
1 298, 1 305, 51 USPQ2d 1 1 61 , 1 1 65 (Fed. Cir. 1 999). See MPEP 21 1 1 .02 [R-3] II. 

Kresge et al. differ from the instant invention in that the amount of palladium 
supported on the tungsten-zirconia support overlaps and or lies within the range of the 
instant invention. 

It would have obvious to one of ordinary skill in the art at the time of the invention 
to have selected an amount of palladium to be supported that fell in the range of the 
instant invention, as per Applicant's claim 2, because a prima facie case of 
obviousness exists in the case where the claimed ranges "overlap or lie inside ranges 
disclosed by the prior art". In re Wertheim, 541 F.2d 257, 191 USPQ 90 (CCPA 1976); 
In re Woodruff, 919 F.2d 1575, 16 USPQ2d 1934 (Fed. Cir. 1990). Furthermore, "[ A ] 
prior art reference that discloses a range encompassing a somewhat narrower claimed 
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range is sufficient to establish a prima facie case of obviousness." In re Peterson, 315 
F.3d 1325, 1330, 65 USPQ2d 1379, 1382-83 (Fed. Cir. 2003). See MPEP 2144.05 [R- 
5]. 

Kresge et al. differ from the instant invention in that the value for a overlaps and 
or lies within the range of the instant invention. 

It would have obvious to one of ordinary skill in the art at the time of the invention 
to have selected the proper subscript a as per the instant invention, as per Applicant's 
claim 2, because Qhtsuka discloses a catalyst with the same formula and a prima facie 
case of obviousness exists in the case where the claimed ranges "overlap or lie inside 
ranges disclosed by the prior art". In re Wertheim, 541 F.2d 257, 191 USPQ 90 (CCPA 
1976); In re Woodruff, 919 F.2d 1575, 16 USPQ2d 1934 (Fed. Cir. 1990). Furthermore, 
"[ A ] prior art reference that discloses a range encompassing a somewhat narrower 
claimed range is sufficient to establish a prima facie case of obviousness." In re 
Peterson, 315 F.3d 1325, 1330, 65 USPQ2d 1379, 1382-83 (Fed. Cir. 2003). See 
MPEP 2144.05 [R-5]. Furthermore, "[t]he discovery of a previously unappreciated 
property of a prior art composition, or of a scientific explanation for the prior art's 
functioning , does not render the old composition patentably new to the discoverer." 
Atlas Powder Co. v. Ireco Inc., 190 F.3d 1342, 1347, 51 USPQ2d 1943, 1947 (Fed. Cir. 
1999). See MPEP 2112 [R-3] I. 

Kresge et al. differ from the instant invention in that the heat-treating temperature 
overlaps and or lies within the range of the instant invention. 
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It would have obvious to one of ordinary skill in the art at the time of the invention 
to have selected a heat-treating temperature as per the instant invention, as per 
Applicant's claim 7, because a prima facie case of obviousness exists in the case 
where the claimed ranges "overlap or lie inside ranges disclosed by the prior art". In re 
Wertheim, 541 F.2d 257, 191 USPQ 90 (CCPA 1976); In re Woodruff, 919 F.2d 1575, 
16 USPQ2d 1934 (Fed. Cir. 1990). Furthermore, "[ A ] prior art reference that discloses 
a range encompassing a somewhat narrower claimed range is sufficient to establish a 
prima facie case of obviousness." In re Peterson, 315 F.3d 1325, 1330, 65 USPQ2d 
1379, 1382-83 (Fed. Cir. 2003). See MPEP 2144.05 [R-5]. 

iii. Claims 1 , 2-5, 8 and 9 are rejected under 35 U.S.C. 102(b) as anticipated by or, 
in the alternative, under 35 U.S.C. 103(a) as obvious over Suzuki et al. (EP 0 620 205 
A1). 

Suzuki et al. disclose a catalyst represented by the formula Pd/W a ZrO x , wherein: 

• Pd is a palladium-containing compound, which is present in an amount of 0.001-15 
parts (p. 3 lines 48-49, Applicants' claim 2), 

• a, a W/Zr molar ratio, is 0.01-5.0 (p. 2 lines 49-56, p. 3 lines 3-7, p. 4 lines 10-14, 
Applicants' claim 2), and 

• x is determined by oxidization states. 

The catalyst is used in a process for preparing an oxygen-containing compound 
such as acetic acid by reacting an olefin such as ethylene and oxygen in the gas phase 
in the presence of the catalyst (p. 2, lines 49-51, p. 5 lines 6-16, Applicants' claims 1, 3- 
5, 8 and 9). 
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Suzuki et al. differ from the instant invention in that the formula Pd/W a ZrO x is not 
specifically disclosed. 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to have selected the necessary elements W, Zr, and Pd from the options 
provided by Suzuki et al. in order to produce the catalyst of the instant invention, as per 
Applicant's claim 1, because a generic chemical formula will anticipate a claimed 
species covered by the formula when the species can be "at once envisaged" from the 
formula. If one of ordinary skill in the art is able to "at once envisage" the specific 
compound within the generic chemical formula, the compound is anticipated. In re 
Petering, 301 F.2d 676, 133 USPQ 275 (CCPA 1962). 

Suzuki et al. differ from the instant invention in that the amount of palladium 
supported on the tungsten-zirconia support overlaps and or lies within the range of the 
instant invention. 

It would have obvious to one of ordinary skill in the art at the time of the invention 
to have selected an amount of palladium to be supported that fell in the range of the 
instant invention, as per Applicant's claim 2, because a prima facie case of 
obviousness exists in the case where the claimed ranges "overlap or lie inside ranges 
disclosed by the prior art". In re Wertheim, 541 F.2d 257, 191 USPQ 90 (CCPA 1976); 
In re Woodruff, 919 F.2d 1575, 16 USPQ2d 1934 (Fed. Cir. 1990). Furthermore, "[ A ] 
prior art reference that discloses a range encompassing a somewhat narrower claimed 
range is sufficient to establish a prima facie case of obviousness." In re Peterson, 315 
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F.3d 1325, 1330, 65 USPQ2d 1379, 1382-83 (Fed. Cir. 2003). See MPEP 2144.05 [R- 
5]. 

Suzuki et al. differ from the instant invention in that the value for a overlaps and 
or lies within the range of the instant invention. 

It would have obvious to one of ordinary skill in the art at the time of the invention 
to have chosen an appropriate value for x as per the oxidation states of W, Zr, and Pd, 
as per Applicant's claim 1, because "[T]he discovery of a previously unappreciated 
property of a prior art composition, or of a scientific explanation for the prior art's 
functioning , does not render the old composition patentably new to the discoverer." 
Atlas Powder Co. v. Ireco Inc., 190 F.3d 1342, 1347, 51 USPQ2d 1943, 1947 (Fed. Cir. 
1999). See MPEP 2112 [R-3] I 

Suzuki et al. differ from the instant invention in that the fact that x is determined 
by the oxidation states of W, Zr, and Pd is not explicitly disclosed. 

It would have obvious to one of ordinary skill in the art at the time of the invention 
to have chosen an appropriate value for x as per the oxidation states of W, Zr, and Pd, 
as per Applicant's claim 1, because "[T]he discovery of a previously unappreciated 
property of a prior art composition, or of a scientific explanation for the prior art's 
functioning , does not render the old composition patentably new to the discoverer." 
Atlas Powder Co. v. Ireco Inc., 190 F.3d 1342, 1347, 51 USPQ2d 1943, 1947 (Fed. Cir. 
1999). See MPEP 2112 [R-3] I. 

Suzuki et al. differ from the instant invention in that propylene for the production 
of acetone, propionaldehyde, propionic acid and acetic acid and 1-butene, cis-2-butene, 
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and trans-2-butene for the production of methyl ethyl ketone, n-butyaldehyde, butyric 
acid, propionaldehyde, propionic acid, acetaldehyde and acetic acid are not recited as 
possible olefins. 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to have selected propylene, 1-butene, cis-2-butene, or trans-2-butene as 
possible olefins, as per Applicant's claims 4 and 5, because they are all olefins, the 
ultimate goal is the production of acetic acid, and "a generic claim cannot be allowed to 
an applicant if the prior art discloses a species falling within the claimed genus." The 
species in that case will anticipate the genus. In re Slayter, 276 F.2d 408, 411, 125 
USPQ 345 (CCPA 1960). See MPEP 2131.02 [R-6]. 

Conclusion 

Claims 1-9 have been rejected. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to SERENA L. HANOR whose telephone number is 
(571)270-3593. The examiner can normally be reached on Monday - Thursday 8:00 
AM - 5:30 PM EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Stanley Silverman can be reached on (571) 272-1358. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

SLH 

/Timothy C Vanoy/ 

Primary Examiner, Art Unit 1793 



